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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 
29, 2006 has been entered. 

Claims 1, 5, 6, 1 1, 13, and 35-37 have been amended. 

Claims 38-50 have been added. 

Claims 9, 10, and 15-34 have been cancelled. 

Claims 1-7, 11,13, and 35-50 are presented for examination. 

2. The previously pending claim objection is withdrawn in response to the 
cancellation of claim 10. 

The previously pending rejection under 35 U.S.C. 1 12, 2 nd paragraph is 
withdrawn in response to the cancellation of claim 9. 

Response to Arguments 

3. Applicant's arguments filed June 29, 2006 have been fully considered but they 
are not persuasive. 
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Applicant argues that Baker does not address the newly amended limitation 

"wherein said electronic tax return and/or tax data is electronically provided to said 

electronic intermediary by a tax data provider" because Baker's tax information is 

provided to a central location (e.g., a service bureau) by "individual accounting and tax 

preparation firms" (pages 10-11 of Applicant's response). Applicant defines "tax data 

providers" as follows: 

...The term "tax data provider" refers to each party that has 
tax information relevant to the taxpayer's tax liability or tax 
reporting obligations. Non-limiting examples of tax data 
providers include the taxpayer's employers 22, partnerships, 
banks 23, savings and loans institutions, mortgage 
institutions, credit card bureaus, thrift institutions, security 
brokerage firms 24, mutual fund holding institutions, charities 
25, and federal, state, local, and foreign taxing authorities 
27. (Pages 9-10 of Applicant's specification) 

By Applicant's own definition, Baker's "individual accounting and tax preparation 
firms" are examples of parties that have "tax information relevant to the taxpayer's tax 
liability or tax reporting obligations." For example, tax preparation firms prepare a 
taxpayer's tax returns, which include a summary of the taxpayer's tax liability and tax 
reporting obligations. Additionally, it should be noted that the non-limiting examples of 
tax data providers described in the specification are "non-limiting" and therefore do not 
serve to limit the term "tax data provider" to a special definition. The only special 
definition of "tax data provider" established by Applicant in the specification is the 
statement, "The term "tax data provider" refers to each party that has tax information 
relevant to the taxpayer's tax liability or tax reporting obligations." (Page 9 of Applicant's 
specification) Furthermore, only dependent claims 6, 38, 40, 43, 46, and 49 limit the tax 
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data provider to being "an employer, a partnership, a bank, a savings and loan 
institution, a mortgage institution, a credit card bureau, a thrift institution, a securities 
brokerage firm, a mutual fund holding institution, a charity, the Internal Revenue 
Service, or a taxing authority," thereby implying that the scope of the "tax data provider" 
recited in the respectively independent claims (i.e., claims 1, 11, 13, 42, 45, and 48) is 
broader than that recited in these dependent claims. 

Applicant submits that the instant application provides the benefit of increased 
quality and accuracy of the tax data. Thus, because the tax information is not originally 
prepared and/or submitted by the taxpayer but is, instead, prepared and/or submitted by 
third party tax data providers with independent reasons for assuring the veracity of the 
tax information, such tax information is inherently more reliable" (page 1 1 of Applicants 
response). While Applicant's statements may be true, the claimed invention does not 
recite any structural or functional elements that preclude the tax data from being derived 
from the taxpayer. As a matter of fact, all tax data related to a particular taxpayer is in 
one way or another "derived" from a taxpayer in the sense that the data is specific to 
information related to that taxpayer. Additionally, the recited structure and functionality 
are not affected by who or what performs each step of the claimed invention. For 
example, there are no structural elements that verify the identity of a user. As far as the 
scope of the invention is concerned, whether a taxpayer, a tax preparer, an employer, a 
partnership, a bank, a savings and loan institution, a mortgage institution, a credit card 
bureau, a thrift institution, a securities brokerage firm, a mutual fund holding institution, 
a charity, the Internal Revenue Service, or a taxing authority provides the recited tax 
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data, the recited steps are performed the same. Similarly, the same structural elements 
are used regardless of the specific user of the invention. In other words, the claim 
limitations do not confine the scope of the invention to patentably distinguish the 
claimed invention over the prior art. Also, a human user cannot be recited as a system 
element; therefore, the type of user using a system does not patentably distinguish the 
invention, especially the system/apparatus claims, over the prior art. Instead, some 
structural or functional elements that provide significance to which users are able to 
provide data would likely offer more than mere, non-functional descriptive material. For 
example, an apparatus that allows a user to perform certain customized functionality 
based on whether or not he/she is a taxpayer versus an employer would impart some 
significance to the type of user recited (although the scope of the claims would be 
narrowed, thereby requiring additional search and/or consideration). Any such 
amendment must also be supported by Applicant's originally filed disclosure. 

Applicant also argues that a type of user is not equivalent to non-functional 
descriptive data (pages 12-13 of Applicant's response). However, the Examiner 
submits that the same analysis is relevant in both situations. Since the type of user 
providing data does not affect the recited structure or functionality, the type of user 
serves as a mere label for a user. This label is non-functional descriptive material. 
Additionally, at best, the type of user submitting tax data implies a type of tax data that 
the specific user type typically has access to. However, these specific examples of tax 
data are not utilized to perform calculations that require such specific examples of tax 
data. Even though a "check" is performed based on the gathered data in the claimed 
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invention, the type of check and required analysis thereof are not specified so it is not 
clear which types of data are relevant to such a check. This serves as further evidence 
that the recited types of users (that, at best, imply the provision of certain types of tax 
data) are subjected to the same analysis addressed in MPEP § 2106), particularly 
regarding the evaluation of non-functional, descriptive material. 

Additionally (aside from the nonfunctional descriptive material analysis), the type 
of tax data provider does not affect the structure or functionality of the claimed 
invention. Since the specification of a certain type of tax data provider adds nothing to 
the structure or functionality of the claimed invention, the type of tax data provider does 
not patentably distinguish the claimed invention from the prior art. Even further, claim 6 
recites, as one alternative, that "said tax data provider is an employer." There is no 
requirement that this employer be the employer of the recited taxpayer necessarily; "an 
employer" (e.g., of anyone) can provide the tax data within the scope of the claim. As 
admitted by Applicant on pages 10-1 1 of Applicant's response filed June 29, 2006, 
Baker's tax information is provided to a central location (e.g., a service bureau) by 
"individual accounting and tax preparation firms." Baker's individual accounting and tax 
preparation firms are understood to have employees since they provide accounting and 
tax preparation services (col. 8, lines 37-52). In other words, Baker's individual 
accounting and tax preparation firms are "employers" and they provide tax data; 
therefore, Baker discloses that "said tax data provider is an employer," as recited in 
claim 6. 
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Applicant argues that Baker does not teach a taxing authority, as defined by 
Applicant's specification (pages 13-14 of Applicant's response); however, as stated in 
the art rejection of claim 6, Baker's tax data provider is an accounting or tax preparation 
firm (abstract; col. 8, lines 37-52). Depending on one's interpretation, an accounting or 
tax preparation firm may or may not be construed as a "taxing authority." Irrespective of 
the interpretation of a "taxing authority," the Examiner submits that the specific recited 
examples of a tax data provider amount to merely non-functional, descriptive material. 
As discussed above, the "taxing authority" still does not patentably distinguish the - 
claimed invention over the prior art because it does not affect the recited structure or 
functionality. The "taxing authority" was also rejected as part of a § 103 analysis. 
Applicant has not addressed this § 103 analysis in its entirety. Finally, the "taxing 
authority" was only recited as one of the alternative types of tax data providers in claims 
6, 38, 40, 43, 46, and 49. Applicant has not addressed why each of the recited 
alternative types of tax data providers is allegedly not addressed by the art rejection. 

Regarding the use of Official Notice, Applicant argues, "Even if it is considered 
well-known to utilize tax data received from one of these parties to complete one's own 
tax returns, the Applicant respectfully submits that it is not well-known in the art for a 
'tax data provider' (as defined in the instant application) to electronically provide an 
electronic tax return and/or tax data to a tax information requestor via an electronic 
intermediary or, alternatively, directly to a tax information requestor. The Official Notice 
fails to address this recitation." (Pages 14-15 of Applicant's response) The Examiner 
took Official Notice "that it was old and well-known in the art of tax preparation to utilize 
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tax data received from an employer, a partnership, a bank, a savings and loan 
institution, a mortgage institution, a credit card bureau, a thrift institution, a securities 
brokerage firm, a mutual fund holding institution, a charity, the Internal Revenue 
Service, or a taxing authority to complete one's tax paperwork (e.g., tax returns)." 
Applicant's argument addresses the claim language perse and fails to address the 
rejection of the claims over Baker (U.S. Patent No. 6,473,741) effectively in view of 
Official Notice (which is treated as a reference). In response to Applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Applicant has failed to address the § 103 
rejection of the claims as a whole; therefore, Applicant's argument is not persuasive. 

Applicant broadly states that "the step of electronically providing an electronic tax 
return and/or tax data to said electronic intermediary by at least one of the recited tax 
data providers is not capable of instant and unquestionable demonstration as being 
well-known." (Page 15 of Applicant's response) The Examiner did not take Official 
Notice that "the step of electronically providing an electronic tax return and/or tax data to 
said electronic intermediary by at least one of the recited tax data providers" is old and 
well-known in the art; therefore, Applicant's argument is not understood. Again, 
Applicant has failed to address the § 103 rejection of the claims as a whole; therefore, 
Applicant's argument is not persuasive. 
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Also, Examiner notes that, as per MPEP § 2144.03(C), the statements of Official 
Notice made in the art rejection have been established as admitted prior art since 
Applicant has not persuasive traversed the Examiner's assertions of Official Notice. 
More specifically, the following statements of Official Notice are now formally 
established on record as admitted prior art: 

(1) Official Notice is taken that it was old and well-known in the art at the time of 
Applicant's invention to use a modem to facilitate Internet communications and a 
modem is commonly used as a type of telephone communication equipment. 

(2) Official Notice is taken that it was old and well-known in the art of tax 
preparation to utilize tax data received from an employer, a partnership, a bank, a 
savings and loan institution, a mortgage institution, a credit card bureau, a thrift 
institution, a securities brokerage firm, a mutual fund holding institution, a charity, the 
Internal Revenue Service, or a taxing authority to complete one's tax paperwork (e.g., 
tax returns). 

Regarding the rejection of claim 6, Applicant argues that "Baker teaches away 
from the modification proposed by the Office. If the proposed modification or 
combination of the prior art would change the principle of operation of the prior art 
invention being modified, then the teachings of the references are not sufficient to 
render the claims prima facie obvious." (Page 15 of Applicant's response) As explained 
in the art rejection and in the response to arguments above, the type of tax data 
provider does not affect the structure or functionality of the claimed invention; therefore, 
not only does it fail to patentably distinguish the claimed invention over the prior art, but 
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Baker's principle of operation would not be affected since its existing structure and 
functionality can clearly perform at least the basic functions of the claimed invention. 
In conclusion, Applicant's arguments are not persuasive. 

The claimed invention includes subject matter not found in the parent 
applications (although supported by the original disclosure of the instant Continuation- 
in-Part application); therefore, for purposes of applying prior art, the claims are granted 
a priority date of March 12, 2001 (the filing date of the instant application). 

Also, depending on the interpretation of claims 6, 38, 40, 43, 46, and 49, these 
claims may be rejected either under 35 U. S.C. § 1 02 or 35 U. S.C. § 1 03. Both analyses 
are presented below. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 2, 4-7, 11, 13, and 35-50 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Baker (U.S. Patent No. 6,473,741). 
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Baker discloses a method for collecting tax information by a tax information 
requestor comprising the steps of: 

[Claim 1] connecting electronically said tax information requestor to an electronic 
intermediary, wherein said electronic tax return and/or tax data is electronically provided 
to said electronic intermediary by a tax data provider (col. 10, lines 59-67; col. 1 1 , lines 
15-20); 

collecting electronically at least one of an electronic tax return or tax data of a 
taxpayer from said electronic intermediary (col. 11, lines 3-20); and 

performing a check of said taxpayer by said tax information requestor using said 
electronic tax return or tax data collected electronically (col. 8, lines 27-29; col. 9, lines 
14-15; col. 11, lines 15-20), 

wherein said check is not used to compute taxes of said taxpayer, wherein said 
tax information requestor is not a taxing authority, and wherein said electronic 
intermediary stores said electronic tax return or tax data (col. 8, lines 27-29; col. 9, lines 
14-15; col. 11, lines 15-20); 

[Claim 2] wherein said tax information requestor is electronically connected to said 
electronic intermediary using an electronic link (col. 10, lines 59-67; col. 11, lines 15- 
20); 

[Claim 4] wherein said electronic link comprises an electronic data network (col. 10, 
lines 59-67; col. 11, lines 15-20); 

[Claim 5] wherein said electronic data network is the Internet (col. 10, lines 59-67; 
col. 11, lines 15-20); 
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[Claim 7] wherein said tax data is a payroll statement, a bank statement, a savings 
and loan statement, a mortgage statement, a credit card bureau statement, a thrift 
institution statement, a brokerage account statement, a mutual fund statement, a charity 
statement, or a statement relevant for tax purposes (col. 8, lines 37-52); 
[Claim 35] connecting electronically said tax information requestor to a tax data 
provider (col. 10, lines 59-67; col. 11, lines 3-20); and 

collecting electronically tax data from said tax data provider (col. 10, lines 59-67; 
col. 11, lines 3-20). 

[Claim 6] Regarding claim 6, the type of tax data provider does not affect the 
structure or functionality of the claimed invention. Since the specification of a certain 
type of tax data provider adds nothing to the structure or functionality of the claimed 
invention, the type of tax data provider does not patentably distinguish the claimed 
invention from the prior art. Even further, claim 6 recites, as one alternative, that "said 
tax data provider is an employer." There is no requirement that this employer be the 
employer of the recited taxpayer necessarily; "an employer" (e.g., of anyone) can 
provide the tax data within the scope of the claim. As admitted by Applicant on pages 
10-11 of Applicant's response filed June 29, 2006, Baker's tax information is provided to 
a central location (e.g., a service bureau) by "individual accounting and tax preparation 
firms." Baker's individual accounting and tax preparation firms are understood to have 
employees since they provide accounting and tax preparation services (col. 8, lines 37- 
52). In other words, Baker's individual accounting and tax preparation firms are 
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"employers" and they provide tax data; therefore, Baker discloses that "said tax data 
provider is an employer," as recited in claim 6. 

[Claims 11,13, 36-50] Claims 11, 13, and 36-50 recite limitations already 
addressed by the rejection of claims 1,6,7, and 35 above; therefore, the same rejection 
applies. 

Regarding claims 39-50, it should be noted that the "tax information requestor" 
and "tax data provider" are recited so broadly that the requestor and provider could be 
interpreted as Baker's third party requestor and "individual accounting and tax 
preparation firms" or central location (e.g., service bureau), respectively. These claims 
do not specify how direct the connection between the "tax information requestor" and 
"tax data provider" is; therefore, the two parties could be connected directly or through 
an intermediary. Furthermore, the terms "tax information requestor" and "tax data 
provider" are relative. For example, during the time that Baker's "individual accounting 
and tax preparation firms" are supplying the tax data to the central location (e.g., service 
bureau), the central location (e.g., service bureau) effectively serves as a "tax 
information requestor" while the "individual accounting and tax preparation firms" are tax 
data providers. When Baker is making this tax data available to third party requestors, 
then the third party requestors can also be viewed as "tax information requestors" while 
both the "individual accounting and tax preparation firms" and the central location (e.g., 
a service bureau) can be interpreted as "tax data providers." 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 3, 6, 38, 40, 43, 46, and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Baker (U.S. Patent No. 6,473,741), as applied to claims 2, 11, 13, 35, 
42, 45, and 48 above. 

As per claim 3, Baker discloses that tax information is preferably transmitted via 
the Internet (col. 10, lines 59-63; col. 11, lines 15-20), yet there is no explicit teaching of 
Baker actually using telephone communication equipment, such as a modem, to 
perform its electronic data transmissions. However, Official Notice is taken that it was 
old and well-known in the art at the time of Applicant's invention to use a modem to 
facilitate Internet communications and a modem is commonly used as a type of 
telephone communication equipment. The modem technology is a widespread form of 
communication due, at least in part, to its affordable nature for the average computer 
owner. Therefore, since Baker discloses that tax information is preferably transmitted 
via the Internet, the Examiner asserts that it would have been obvious to one of ordinary 
skill in the art at the time of Applicant's invention to perform such transmissions via 
telephone communication equipment, such as a modem, in order to enable the average 
individual computer owner to affordably conduct such communication. 
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Regarding claim 6, Baker's tax data provider is an accounting or tax preparation 
firm (abstract; col. 8, lines 37-52). Depending on one's interpretation, an accounting or 
tax preparation firm may or may not be construed as a "taxing authority." Irrespective of 
the interpretation of a "taxing authority," the Examiner submits that the specific recited 
examples of a tax data provider amount to merely non-functional, descriptive material. 
These differences are only found in the non-functional descriptive material and are not 
functionally involved in the steps recited nor do they alter the recited structural elements 
and therefore do not provide a patentable distinction over the prior art. The recited 
method steps would be performed the same regardless of the specific data. Further, 
the structural elements remain the same regardless of the specific data. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms 
of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994); MPEP § 2106. 
Furthermore, Baker's invention relies of the receipt of tax data from an accounting or tax 
preparation firm (i.e., a tax data source) to store and sell warehoused data. Official 
Notice is taken that it was old and well-known in the art of tax preparation to utilize tax 
data received from an employer, a partnership, a bank, a savings and loan institution, a 
mortgage institution, a credit card bureau, a thrift institution, a securities brokerage firm, 
a mutual fund holding institution, a charity, the Internal Revenue Service, or a taxing 
authority to complete one's tax paperwork (e.g., tax returns). Therefore, the Examiner 
submits that it would have been obvious to one of ordinary skill in the art at the time of 
Applicant's invention to modify Baker to receive tax data from an employer, a 
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partnership, a bank, a savings and loan institution, a mortgage institution, a credit card 
bureau, a thrift institution, a securities brokerage firm, a mutual fund holding institution, 
a charity, the Internal Revenue Service, or a taxing authority in order to expand the type 
of details made available through the data warehouse, thereby increasing the potential 
of interest in and marketability of the type of data stored in the data warehouse. 

Additionally (aside from the nonfunctional descriptive material analysis), the type 
of tax data provider does not affect the structure or functionality of the claimed 
invention. Since the specification of a certain type of tax data provider adds nothing to 
the structure or functionality of the claimed invention, the type of tax data provider does 
not patentably distinguish the claimed invention from the prior art. Even further, claim 6 
recites, as one alternative, that "said tax data provider is an employer." There is no 
requirement that this employer be the employer of the recited taxpayer necessarily; "an 
employer" (e.g., of anyone) can provide the tax data within the scope of the claim. As 
admitted by Applicant on pages 10-11 of Applicant's response filed June 29, 2006, 
Baker's tax information is provided to a central location (e.g., a service bureau) by 
"individual accounting and tax preparation firms." Baker's individual accounting and tax 
preparation firms are understood to have employees since they provide accounting and 
tax preparation services (col. 8, lines 37-52). In other words, Baker's individual 
accounting and tax preparation firms are "employers" and they provide tax data; 
therefore, Baker discloses that "said tax data provider is an employer," as recited in 
claim 6. 
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Claims 38, 40, 43, 46, and 49 recite limitations already addressed by the 
rejection of claim 6 above; therefore, the same rejection applies. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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